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Qpi ni on by Chapman, Adm nistrative Trademark Judge:

Deborah Heart and Lung Center (a not-for-profit New
Jersey corporation) has opposed the application of Deborah
Strange- Browne | nflammatory Breast Cancer Foundation (a not-
for-profit Illinois corporation) to register on the

Principal Register the mark shown bel ow
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DEBORAH
STRANGE-BROWNE

Inflammatory Breast Cancer Foundation

for “charitable fundraising services for inflammatory breast
cancer research and raising noney for community health
awar eness prograns” in International Cass 36, and
“education services, nanely, community health awareness
prograns in the nature of sem nars and classes” in
International dass 41.1

Qpposer asserts as grounds for opposition that it owns
five registered marks, all consisting of or containing the
word DEBORAH, and used in connection with charitable fund-
rai sing services, educational services, and/or healthcare
services; that opposer’s use of its marks is prior to
applicant’s filing of its application; and that applicant’s
mar k, when used in connection with its services, so
resenbl es opposer’s previously used and regi stered marks, as
to be likely to cause confusion, mstake, or deception.

Qpposer’s five pleaded registrations are identified

bel ow:

! Application Serial No. 76226481, filed March 19, 2001, based on
applicant’s assertion of a bona fide intention to use the mark in
conmerce in connection with the identified services.
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(1) Registration No. 1678027, issued March 3, 1992 for
t he mar k DEBORAH DI FFERENCE for “heal t hcare servi ces;
di ssem nation of information to aid in conbating di seases;
scientific research for others relating to diseases” in
International C ass 42; Section 8 affidavit accepted,
Section 15 affidavit acknow edged, renewed,

(2) Registration No. 1680724, issued March 24, 1992 for
t he mark DEBORAH for “heal thcare services; dissem nation of
information to aid in conbating diseases; scientific
research for others relating to diseases” in Internationa
Class 42; Section 8 affidavit accepted, Section 15 affidavit
acknow edged, renewed;

(3) Registration No. 2229230, issued March 2, 1999 for
t he mar k DEBORAH ... THE HEART OF NEW JERSEY for “charitable
fund raising services” in International O ass 36, and
“patient health care services” in International C ass 42;

(4) Registration No. 1465813 i ssued Novenber 27, 1987

for the mark shown bel ow
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for “fund raising services for nedical research and health
care” in International Class 36; the words “heart & |ung
center” are disclainmed; the mark is lined for the colors red
and blue, but color is not clainmed as a feature of the mark;
the mark conprises a heart design in juxtaposition to a
stylized letter ‘D ; Section 8 affidavit accepted, Section
15 affidavit acknow edged; and

(5) Registration No. 1322515 issued February 26, 1985

for the nmark shown bel ow

=
E

e —

for “fund raising services for nedical research and health
care” in International C ass 36; “educational services,
nanmel y, conducting sem nars/workshops in the field of heart
and lung disease” in International O ass 41; and “hospital

di spensary and clinic health services; dissem nating
information to aid in conbating di seases; and scientific
research performed for others relating to di seases” in
International Cass 42; the mark is lined for the colors red
and blue, but color is not clainmed as a feature of the mark;

the mark conprises a heart design in juxtaposition to a
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stylized letter ‘D ; Section 8 affidavit accepted, Section
15 affidavit acknow edged.

In its answer applicant admts the followng: (i)
paragraphs 2(a)-(d) of the opposition, which are all egations
t hat opposer owns the mark DEBORAH, and that opposer owns
the first four registrations |listed above for the invol ved
services;? (ii) paragraph 5 of the opposition, which include
all egations that there is no issue of priority, and that
applicant’s application filing date is subsequent to the
first use of each of opposer’s “DEBORAH Marks” as well as
the i ssuance of the “DEBORAH Regi strations”; and (iii)
paragraph 12 of the opposition to the extent that opposer
has no control over the nature and quality of the services
in connection with which applicant will use its mark.
Appl i cant otherw se denies the salient allegations of the
noti ce of opposition.?

The record consists of the pleadings; the file of
applicant’s involved application; the stipulation of the
parties (filed October 29, 2003, via certificate of mailing)
that the testinony of wtnesses nay be presented in
affidavit form pursuant to Trademark Rule 2.123(b);

opposer’s affidavit testinony, with exhibits, of Spero

2 Applicant did not admit the |ast two subparagraphs (i.e.,
par agraphs 2(e)-(f)) presumably due to typographical errors made
by opposer, naking those two subparagraphs i nconpl ete.
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Mar geot es, opposer’s president and CEQ, opposer’s notices of
reliance on (i) status and title copies of its five pleaded
registrations, (ii) the file histories of opposer’s five

pl eaded registrations; and (iii) certain discovery materials
(i.e., opposer’s first set of interrogatories to applicant,
and applicant’s responses and foll owup answers thereto);
applicant’s affidavit testinony, with exhibits, of Thomas J.
Browne, applicant’s founder and president; and applicant’s
notice of reliance on certain discovery materials (i.e.,
opposer’s responses to applicant’s request for adm ssion
Nos. 1, 3, 4, 8, 10, 20 and 21).

Both parties filed briefs on the case,? and both
parties were represented at the oral hearing held before the
Board on Septenber 21, 2004.

The Parties

Qpposer, Deborah Heart and Lung Center, was established
in 1922 as a tuberculosis sanitarium and pul nonary center in
rural Burlington County, New Jersey, and today it is a 161-

bed hospital with a full-service anbul atory care center,

3 Applicant’s “affirmati ve defenses” are nore in the nature of
further information relating to its denials of opposer’s

I'i kel i hood of confusion claim

4 pposer resubnitted the evidence originally filed on Novenber
7, 2003 to the Board and, in its brief after trial (p. 6),
opposer noted that it was awaiting a decision by the Board on
opposer’s “petition” that the resubmtted evidence be accorded
the original filing date. Such a notion is not necessary in
general. In this case, in particular, the papers filed on
Novenber 7, 2003 have been | ocated. Accordingly, opposer’s
“petition” regarding the filing date of the resubm ssion of its
evi dence i s noot.
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specializing in cardiac, vascular and pul nonary nedi ci ne and
technology. It is a teaching hospital with doctors and
nurses conmng fromaround the country and the world to
recei ve training and education. Qpposer also participates

i n educational progranms such as conmunity education and
heal t h awar eness for non- prof essi onal s.

The Deborah Hospital Foundation is the fundraising arm
of opposer, and the foundati on was established in 1974
solely for that purpose. Opposer’s nedical and fundraising
initiatives are inextricably |inked, as opposer relies
heavily on volunteers, donors and friends to provide
resources. The success of its fundraising efforts “has a
significant inpact on the quantity and quality of charitable
care that [opposer] can provide to patients who coul d not
otherwi se afford the care.” (Margeotes affidavit, paragraph
18.) Any detrinent to the success of opposer’s fundraising
can affect its ability to participate in nedical research
and quality education as well. (Margeotes affidavit,
paragraph 19.)

Since 1972, opposer has operated a “Children of the
Wor | dOJ” nedi cal program which has hel ped children fromthe
United States and many ot her countries with their nedical
and surgi cal needs.

Doctors throughout the United States and the world

refer patients to opposer. |In 2002, opposer perforned
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approxi mately 200, 000 nedi cal procedures, attended to 36, 000
anbul atory care cases and adm tted over 5,000 patients for
an average hospital stay of 6.4 days. Opposer’s total
expenses for 2002 were $140 million (about $90 million of
that total allocated to surgical and nedical care of
patients). Opposer has about 50,000 vol unteers and 200
chapters (located primarily on the eastern seaboard from
Puerto Rico to Maine).

Opposer has enjoyed extensive nedia coverage -- |ocal,
national, and international, including being the subject of
a feature on NBC s TODAY show. New Jersey offers a |icense
pl at e di spl ayi ng opposer’s service marks; and opposer has
won an Aster Award for heal thcare marketing.

Opposer has accreditations by and/ or nenberships in
such organi zations as the Anerican Medi cal Association and
t he Joint Comm ssion on Accreditation of Healthcare
Organi zations; and it has affiliations wth several
hospital s and col | eges.

Qpposer raises funds through a variety of nethods,

i ncl udi ng sending fundraising letters to recipients ranging
fromindividuals to corporations, hosting charity dinners,
and via the Internet through the third-party “i G ve. cont
websi te.

Qpposer is aware of no instances of actual confusion.
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Appl i cant, Deborah Strange-Browne |nflanmatory Breast
Cancer Foundation, was fornmed in 2001, receiving its Section
501(c)(3) designation in June 2002. Thomas J. Browne forned
the foundation in nmenory of and after the death of his wfe,
Deborah Strange-Browne, frominflammatory breast cancer
(IBC) for the purposes of helping the nedically underserved
with IBC, to pronote public awareness of this disease, to
advance research on IBC, and to educate peopl e about |BC.

Applicant first used the involved mark in connection
wWith its services in 2002 and has continuously used the mark
since then. Applicant solicits contributions froma nailing
list of famly and friends; and it has hosted one
fundrai si ng di nner and has anot her such di nner planned.
Applicant targets letters to corporations, and is registered
with the “i Gve.coni website. |In 2002, applicant entered
into an “arrangenent” (Browne affidavit, paragraph 10) with
the Little Conpany of Mary Hospital (a full service
hospital) in Chicago, whereby applicant contributes to fund
treatnment directly related to I BC

Applicant is aware of no instances of actual confusion.
St andi ng

Wt hout doubt, opposer’s registrations and the
testinony about its activities establish that opposer has
standing to bring this opposition. See Cunni nghamv. Laser

Gol f Corp., 222 F.3d 943, 55 USPQ2d 1842 (Fed. G r. 2000).
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Priority

Applicant admtted in its answer to the notice of
opposition that there is no issue as to priority and that
applicant’s application was filed subsequent to opposer’s
first use of each of its marks (paragraph 5).
Li kel i hood of Confusion

We turn now to consideration of the issue of |ikelihood
of confusion. Qur determnation of |ikelihood of confusion
is based on an analysis of all of the facts in evidence that
are relevant to the factors bearing on the issue of
l'i keli hood of confusion. Inre E |. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also, In
re Majestic Distilling Conpany, Inc., 315 F.3d 1311, 65
UsP2d 1201 (Fed. Cr. 2003). 1In any likelihood of
confusion analysis, two key considerations are the
simlarities of the marks and the simlarities of the goods
and/ or services. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The
fundanmental inquiry nmandated by 82(d) goes to the cunul ative
effect of differences in the essential characteristics of
the goods [and services] and differences in the marks.”).
See also, Inre Dixie Restaurants Inc., 105 F.3d 1405, 41
UsP2d 1531 (Fed. G r. 1997).

Al t hough opposer has relied on five registrations for

vari ous DEBORAH marks, in considering the |ikelihood of

10
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confusion question, we will focus our analysis on opposer’s
mar ks DEBORAH for “heal thcare services; dissem nation of
information to aid in conbating diseases; scientific
research for others relating to diseases,” and DEBORAH ... THE
HEART OF NEW JERSEY for “charitable fund raising services”
and “patient health care services.”

Applicant strenuously argues that patients will know
whi ch di sease they have; sem nar attendees w || know why
they are attending a sem nar and the topic thereof; and
charitabl e donors will know to whomthey want to give their
funds. W acknow edge that the record shows that
applicant’s foundation focuses only on the di sease of
i nfl ammat ory breast cancer (although not all of applicant’s
identified services are so limted), and that opposer’s
focus generally, although not exclusively, relates to heart
and lung problens. However, the question before us is not
whet her consuners/donors woul d be confused about the
servi ces thensel ves; rather, the question is whether these
consuners/donors are likely to be confused about the source
of the fundraising and educati onal services.

Turning first to a consideration of the services, the
i ssue of |ikelihood of confusion nust be determned in |ight
of the services as identified in the involved application
and registration(s) and, in the absence of any specific

limtations therein, on the presunption that all normal and

11
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usual channels of trade and nethods of sale are or may be
utilized for such services. See Octocom Systens Inc. v.
Houst on Conputers Services Inc., 918 F.2d 937, 16 USPQRd
1783 (Fed. G r. 1990); Canadi an Inperial Bank of Conmerce,

N. A v. Wells Fargo Bank, 811 F.2d 490, 1 USPQ2d 1813, 1815
(Fed. Cr. 1987); and CBS Inc. v. Mrrow, 708 F.2d 1579, 218
USPQ 198 (Fed. Cir. 1983).

Applicant’s identified services are “charitable
fundrai sing services for inflammatory breast cancer research
and rai sing noney for community health awareness prograns”
and “education services, nanely, community health awareness
progranms in the nature of sem nars and cl asses.”

Qpposer’s Registration No. 1680724 is for DEBORAH for,
inter alia, “dissemnation of information to aid in
conbating diseases.” This service is closely related to
applicant’s “education services, nanely, comunity health
awar eness prograns in the nature of sem nars and cl asses.”
Bot h services involve providing information. Further,
applicant’s “comunity health awareness prograns in the
nature of sem nars and classes” could include information on
conbati ng di seases, the sane information which is identified
in opposer’s identification. |In any event, because both
parties provide health information services, the services,

must, at a mninum be considered closely rel ated.

12
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Considering the simlarities/dissimlarities of

applicant’s mark shown bel ow

DEBORAH
STRANGE-BROWNE

Inflammatory Breast Cancer Foundation

and opposer’s mark DEBORAH, it is well settled that narks
must be considered in their entireties because the
commercial inpression of a mark to an ordinary consuner is
created by the mark as a whole, not by its conponent parts.
This principle is based on the commpbn sense observation that
the overall inpression is created by the purchaser’s cursory
reaction to a mark in the marketplace, not froma neticul ous
conparison of it to others to assess possible |egal
differences or simlarities. See 3 J. Thomas MCart hy,

McCarthy on Trademarks and Unfair Conpetition, 823:41 (4th

ed. 2001). See also, Dassler KGv. Roller Derby Skate
Corp., 206 USPQ 255 (TTAB 1980).

However, our primary review ng Court has held that in
articulating reasons for reaching a conclusion on the
qguestion of |ikelihood of confusion, there is nothing
i nproper in stating that, for rational reasons, nore or |ess
wei ght has been given to a particular feature or portion of

a mark. That is, one feature of a mark nay have nore

13
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significance than another. See Sweats Fashions Inc. v.
Pannill Knitting Co., 833 F.2d 1560, 4 USPQ2d 1793, 1798
(Fed. Cir. 1987); and In re National Data Corporation, 753
F.2d 1056, 224 USPQ 749, 752 (Fed. Cr. 1985).

Applicant essentially contends that the marks are
fundanentally different; that applicant’s conposite mark is
different in appearance and inpression from each of
opposer’s marks; that the parties’ respective marks are
different in structure; that there is no dom nant feature in
applicant’s mark, but rather all elenents of its mark nust
be considered together; that the parties pronounce the word
“DEBORAH’ differently -- applicant’s mark i s pronounced as
two syllables (“deb-ra”) and opposer’s mark i s pronounced as
three syllables (“deb-OR-ah”); and that the distinct purpose
of applicant’s foundation is part of applicant’s mark
itself.

Opposer essentially contends that DEBORAH is the
dom nant feature of applicant’s mark, with the words
“inflammat ory breast cancer foundation” disclained, and the
stylized letter “d” representing the first word DEBORAH,
that the Anerican public often abbreviates nanmes to use
ni cknames, thus enphasi zing the word DEBORAH in applicant’s
mark; that while there is a surnane in applicant’s mark
there is no surnane in opposer’s DEBORAH nar ks, such that

consuners could think the DEBORAH in each mark refers to the

14
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sane person; and that potential custoners/donors of the
parties’ educational and fundraising services are likely to
perceive applicant’s mark as being a variation of opposer’s
DEBORAH mar ks.

Qobvi ously, as asserted by applicant, its mark consists
of seven words, in differing fonts, with an underline and a
stylized letter “d.” There are clearly differences between
the applicant’s mark and opposer’s nmark DEBORAH. However,
there is no question that the word DEBORAH i s the nost
prom nent word in applicant’s mark, and that the word is
enphasi zed by the stylized letter “d,” the initial for the
nanme DEBORAH. The remaining elenents in applicant’s mark
are depicted in nuch snaller type. Thus, the word DEBORAH
is the nost nenorable feature of applicant’s mark. Al though
the stylized letter “d” is promnently depicted, it is the
name DEBORAH which is likely to be pronounced and therefore
remenbered. See In re Continental G aphics Corp., 52 USPQd
1374 (TTAB 1999); and In re Appetito Provisons Co., 3 USPQd
1553 ( TTAB 1987).

Applicant’s argunent regarding the parties’ different
pronunci ati ons of the word DEBORAH i s unpersuasive. Even if
the parties actually pronounce the word DEBORAH in different
ways, the public may not do so. Further, there is no
“correct” pronunciation of a trademark. See In re Bel grade

Shoe, 411 F.2d 1352, 162 USPQ 227 (CCPA 1969); Interlego v.

15
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Abrans/ Gentil e Entertai nnent Inc., 63 USPQRd 1862 (TTAB
2002); and In re Lanson Ol Co., 6 USPQ2d 1041 (TTAB 1987).
Because the words are spelled the sane, they are likely to
be pronounced the sane by at |east sone nunber of consuners.

Overall, applicant’s mark and opposer’s nark DEBORAH
convey the sanme commercial inpression. As noted,
applicant’s mark clearly enphasizes the word DEBORAH, whi ch
is the entirety of opposer’s mark. The nane DEBORAH in
applicant’s mark and in opposer’s nmark is the sane -- that
of a female given nanme. Although applicant’s mark contains
addi tional design elenents and generic words which relate to
the specific disease covered by applicant’s foundation,
consuners who are famliar with opposer’s services are
likely to believe that applicant’s services emanate from or
are associated with the same source.

Wth respect to opposer’s Registration No. 2229230 for
DEBORAH ... THE HEART OF NEW JERSEY for “charitable
fundrai sing services,” these services are legally identica
to applicant’s “charitable fundraising services for
i nfl ammatory breast cancer research,” because they enconpass
the nore limted or specific services in applicant’s
identification. Qur primary review ng Court has stated that
“when marks woul d appear on virtually identical goods or
services, the degree of simlarity [of the marks] necessary

to support a conclusion of likely confusion declines.” See

16
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Century 21 Real Estate Corp. v. Century Life of Anerica, 970
F.2d 874, 23 USPQd 1698, 1700 (Fed. Cir. 1992). Although
opposer’s mark DEBORAH ... THE HEART OF NEW JERSEY i ncl udes
addi tional wording, the dom nant feature remains the word
DEBORAH. The differences between this nmark and applicant’s
mark are not sufficient to avoid a |ikelihood of confusion.
There are no restrictions or limtations on trade
channel s or purchasers/donors in the parties’ above-
di scussed identified services. Therefore, we nust presune
in this admnistrative proceeding that the parties’ involved
services are offered through all normal channels of trade to
all usual classes of purchasers/donors for such services.
See Octocom Systens Inc. v. Houston Conputers Services Inc.,
supra; and Canadi an I nperial Bank of Commerce, N. A v. Wlls
Fargo Bank, supra. In fact, here there is evidence that
both parties engage in fundraising under the invol ved marks
through the sane third-party -- the “iGve.conf website.
Looki ng next at the du Pont factor of the fane of
opposer’s marks, opposer argues that its DEBORAH mark is a
strong trademark that has acquired regional, national and
i nternational renown over the course of eighty years.
Applicant stated the followng with regard to the strength
of opposer’s marks: “Applicant has never contended that
Qpposer’s mark, or marks are not strong. This has not been

an i ssue, nor should it be.” (Brief, p. 19.) The record

17



Opposi tion No. 91154019

herein clearly supports a finding that opposer’s DEBORAH
mark is well known or renowned for its healthcare services.
However, we do not find the evidence in this record adequate
to persuade us that opposer’s mark DEBORAH is well known for
fundrai sing services and/or for educational services
(di ssem nation of information regarding conbating di seases).
Thus, we will accord opposer’s DEBORAH mark only the nornal
scope of protection otherwise afforded to regi stered marks.
Nei t her applicant nor opposer is aware of any instances
of actual confusion. However, applicant’s use only
commenced in 2002, so there has been very little tinme of
overlap of use of the respective marks of these parties.
That is to say, the absence of evidence of actual confusion
is offset by the absence of evidence that there has been a
substanti al opportunity for confusion to have occurred. In
t hese circunstances, we cannot conclude that the apparent
absence of actual confusion is entitled to significant |egal
wei ght in the |likelihood-of-confusion analysis. See
Gllette Canada Inc. v. Ranir Corp., 23 USPQ2d 1768 (TTAB
1992). In any event, the test is |likelihood of confusion,
not actual confusion. See Wiss Associates Inc. v. HRL
Associates Inc., 902, F.2d 1546, 14 USPQ2d 1840 (Fed. Cr.
1990); and In re Kangaroos U.S. A, 223 USPQ 1025 (TTAB

1984) .

18
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Applicant’s argunent that it adopted its mark in good
faith is simlarly unavailing. Al though an intent to trade
on the mark of another is strong evidence of I|ikelihood of
confusion because it is presuned that such an intention is
successful, the converse is not true. That is, good faith
adopti on does not necessarily nmean that confusion is not
| i kely. Stated another way, that applicant did not intend
to cause confusion by adopting a simlar mark in connection
with virtually identical and closely related services does
not justify registration if confusion is likely to occur.
See Hydra Mac, Inc. v. Mack Trucks, Inc., 507 F.2d 1399,
184 USPQ 351 (CCPA 1975); and Greyhound Corp. v. Both
Wrlds Inc., 6 USPQ2d 1635 (TTAB 1988). See also, J & J
Snack Foods Corp. v. MDonald s Corp., 932 F.2d 1460, 18
USPQ2d 1889, 1891 (Fed. Cir. 1991) (“Wether there is
evidence of intent to trade on the goodwi || of another is a
factor to be considered, but the absence of such evidence
does not avoid a ruling of likelihood of confusion.
(citation omtted).”)

On bal ance, considering all of the evidence on the
rel evant du Pont factors, and giving each such factor its
appropriate weight in the circunstances of this case, we
find that confusion is |ikely between applicant’s nmark (as
shown above) and opposer’s marks DEBORAH and DEBORAH ... THE

HEART OF NEW JERSEY when used in connection with these

19
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simlar and closely related services. See Cunni nghamv.
Laser Golf Corp., supra.

In view of our finding, we need not address the
qguestion of |ikelihood of confusion with respect to
opposer’s ot her pleaded registrations. Nor do we need to
address the clains brought by opposer based on its conmon
| aw ri ghts.

Deci sion: The opposition is sustained and registration

to applicant is refused.
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